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CRADE-MARK INERINGEMI 


~ . 
se AMET 92 i te 


\ checked pattern, impressed upon one face of the head of a 
horse nail is a good and valid trade-mark and is infringed by a like 
pattern displayed in the form of two triangles, separated by a third 
triangular, plain surfac« 

2. TRADE-MARK INERINGEMEN ESTOPPEL. 
The defendant who relies upon complainant’s acquiescence to work 
estoppel in his favor and to secure him immunity in the infringement 
f the complainant’s mark, must prove such estoppel by a fair pre- 


ponde rance of evidence 


TRADE-MARK INFRINGEMENT—WhRi?t oF INJUNCTION—FORM 

\ writ of injunction is in the usual form, which enjoins not only 
the precise design found to infringe, but any other which shall similarly 
infringe 
4. TrRADE-MARK INFRINGEMENT—DECREE 

In a suit to recover for joint and several infringements against 
a number of defendants, the decree properly grants complete relief, 
by awarding all the profits which the defendants have jointly and 
severally made from the infringement 
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Appeal from the Circuit Court of the United States for th 
Northern District of New York. 


For opinion below, see 182 Fed. Rep., 404. 









Robert I’. Hardic, for appellants. 
Edmund lVetmore and Oscar W. Jeffery, for appellee. 


Before LAacomBE, Coxe, and WaArb, Circuit Judges. 

























LAcOMBE, Circuit Judge——The complainant has been en 
gaged in the manufacture of horseshoe nails since 1881. Up 
to 1892 its nails were made with a smooth head. During that 
year it changed one of the heading dies in its machines, so as t 
produce a nail with small checks on the front face of the head. 
It has since then continuously used that mark. It makes three 
grades of nail, called, respectively, the “Capewell,” the “Alli 
gator,’ and the “Black Prince.” The last named, a dark blue 
black nail, is the lowest grade. The Capewell, a polished nail, 
is the highest grade, and has borne this mark on the front face 
of the head for very many years. 

In 1905 it brought suit in Massachusetts against the Putnam 
Nail Company, alleging ownership of a common-law trade-mark, 
and charging defendant with infringement. The cause was tried 
before Judge Colt, who dismissed the bill because of failure to 
prove that the mark had become associated in the public mind 
and among purchasers and users of nails with complainant's 
nail. Capewell Horse Nail Co. v. Putnam Nail Co. (C. C.), 
140 Fed., 670. 

In July, 1907, complainant brought another suit against one 
Mooney in the Northern district of New York, who was making 
and selling nails with a check mark which was a Chinese copy 
of complainant’s. Much testimony was taken, and complainant 
prevailed. 167 Fed. (C. C.), 575. Upon appeal to this court 
the decree below was affirmed August 20, 1909. 172 Fed., 
826, 97 C. C. A., 248. We found that the testimony which was 
lacking in the Putnam Nail Case had been abundantly supplied ; 


that before 1892 various marks had been placed on the front 
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face of nail heads, by others—initials, etc., including a globe 
vith intersecting meridian lines (readily distinguishable from 
mplainant’s mark), but that complainant was the first to use 
the mark it claimed. We further found that such check mark 
had come to be generally known to the public as complainant’s 
trade-mark, and that goods bearing such mark had come to be 
publicly known and distinguished as those of complainant’s 


make. We held, therefore, affirming Judge Ray, that complain- 


= leh Cia it DSN OED BE ato 


int had a common-law trade-mark, and that Mooney had in- 


fringed it. 


In the case at bar the decree recites that complainant 


is and since 1892 has been th wner of the trade-mark consisting of 
pattern of small checl wwed upon the fr a , . 
pattern of small checks st ved upon the front face of the head of 
} 1 1 ‘ ’ — 
its horseshoe nails, commonly called a ‘check mark,’ and as heretofore 
ised covering substantially such front of the head of the nail and gen- 
lly conforming to the shape of such face, and because of the shape 
the head (and face) having four sides, the upper and lower sides 
at :; . 
ng parallel, but unequal in length, the upper being the longer; the 
rht and left sides being of ual length, substantially, but not parallel, 
; . : we ; | 
within such boundaries thus conforming to the shape of such 
the head of the nail a pattern of small, but uniform, checks 
lines crossing each other at right angles or diagonally 


The evidence abundantly sustains this finding. To discuss 


that branch of the case would be merely to repeat what was said 


in the two opinions in the Mooney Case. 


In the early part of 1907, more than 10 years after com- 
plainant’s Capewell nail, with the check mark on its face, became 
known to the trade, the defendant Hoopeston Company placed 
upon the market a horse nail which it called the “Peerless.” It 
already had a high-grade nail known as the “Hoopeston,” with 


a distinctive mark of its own on the front face of the head. 





ee 


The “Peerless” was a lower grade of nail, and it was marked 





with a check mark on the front face, substantially the same as 
those of complainant and of Mooney; the only difference being 


that the tiny checks were squares, instead of diamonds. Suit 





being threatened, it altered the mark on its “Peerless” nails by 
cutting out a triangular piece from the bottom. At the same 
time it sent to its customers a card, giving illustrations of both 


forms of marking and containing this statement: 


& 
i 
os 
4 
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“It having been repeatedly brought to our attention that inferior 
nails were being substituted for our Peerless because of similar marking 
under the head, we have changed our mark to make it more distinctive, 
that our numerous customers may be protected in getting the best.” 

Inspection of the two illustrations shews that defendant 
igh 


+ 


company still retained the check mark with which it had sought 
to associate its “Peerless,” merely cutting out a portion of it. 
It was to restrain the use of this second design that this suit was 
brought. 


\s we have seen, Judge Ray held, quite properly, that com 


plainant was not entitled to all check marks of every shape, 


form, and description; there being some which would be so un 
like its own as not to mislead any one. For that reason the 
decree describes the mark with such particularity, but it does 
not follow that identity must be shown in order to establish 
infringement. Before taking up this branch of the case, ref- 
erence may be had to the following illustrations. Being taken 
from different sources, all are not drawn to the same scale; 
but it should be understood that the nails thus marked are of 
the standard sizes. No. 3 is a rough sketch from a nail marked 


as an exhibit, no drawing of it being found in the record. 


No.1 No. 2 No. 3 
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No. 1 is the old “globe” 
ant’s. No. 2 is complainant's. 
is defendant's high-grade “Ho 


it marked its ‘Peerless’ nails 
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mark which antedated complain- 
\Mooney’s was the same. No. 3 
opeston” nail, which it used be ‘ere 


in the manner indicated, and which 


it still uses. No. 4 1s the mark defendant put on its “Peerless’ 


nails for a few months in 1907, and No. 5 is the modified! mark 


in use when this suit was br 

Passing upon the questior 
“Koni wing the Capewell trade 
a purchaser or user would ; 
ally informed that nails w 
the head, such check mark | 


check marked and the thir 


ils, but those of the Hoopestor 


ught. 
1 of infringement Judge Ray says: 
mark and looking at the defendant's 


issume it to be Capewell nail, unless 
ith a check mark on the beveled side 


being form of three triangular spaces, 


1 interposed plain, were not Capewell 


Company Such a close copy and 
itation 1s an infringement. It tends to confusion and deception. The 
semblance is such as to ive an ordinary purchaser giving such 
ttention to the nails and th irks thereon as such a purchaser ordi 

gives, and cause hi purchase one supposing it to be th 

But it is said that defendant’s nails are put up in packages, boxes 

artons, with the name of the dealer thereon, and that one purchas 

v ckage, box or carto1 s informed by the name on the package 

t tl uls are not ( S * So soon as the package is 

( the uls d sp store and shop, they at once pass for 

re easily passed off as ( vell nails. Miustake, deception and fraud 

s Purcl S | users understand that the names on 

iges do not necessari ite the maker, but also understand that 
trade-mark or name on tl rticles themselves do.” 


In our former Opimion 


it was stated that the evidence 


es are frequently broken up, and the 
und, and that users are accustomed to 


as identifying the maker.’ 


There is similar testimony in this case. 


\VWe concur in the conclusion that both of defendant's 


‘Peerless’ marks infringe 
cases, the visual comparison 
The actual nails, with the m: 


1 


unconsciously contributes ev 


the drawings do. Moreover, 


\s frequently happens in_ these 
of the various marks is persuasive. 
irks on them, look more alike than 
as often happens, the defendant 


idence to the same effect. He is 


presumably well informed as to the conditions of trade in the 


articles he makes, and what 
sumers of those articles are 


marks. If it is apparent thé 





measure of attention ultimate con- 
likely to give to their identifying 


it he is undertaking closely to ap- 
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proach to a well-known mark, it is generally a pretty safe as- 
sumption that he thinks the differences are not sufficiently great 
to prevent confusion. Fairbank v. Bell, 77 Fed., 870, 23 C. C. A., 
554. Undoubtedly, as appellant contends, the question of intent 
does not enter into a suit on a trade-mark, as it does in one for 
unfair competition ; but it is often illuminative on the question of 
infringement. 

When infringement began in 1907, defendant had a mark of 
its own (No. 3, supra), highly distinctive, and which could by 
no possibility be confused with complainant’s. That mark was 
impressed on their best model nails, which, as the record seems 
to indicate, are of excellent standard and favorably known. 
That mark is still retained. If it were thought well to indicate 
that the “Peerless” nails were also the product of the Hoopes- 
ton Company, it would surely have been easy to impress them 
with some modification of its own distinctive mark. The addi- 
tion of a single curve would have changed the H in a shield 
which denoted the Hoopeston high-grade nail to an HP in a 
shield to denote the Hoopeston “Peerless.” We can not escape 
the conviction that design No. 4 was adopted because defend- 
ant’s officer supposed it would lead some persons to think the 
“Peerless” nails were “Capewells,”’ and that No. 5 was adopted 
because he supposed that, although there were differences to 
argue about, the resemblance between No. 5 and No. 2 was still 
strong enough to induce some confusion. 

Defendants also contend that this suit can not be main- 
tained, because complainant at one time acquiesced in the use 
by defendant of design No. 5, and is therefore estopped from 
now insisting that it be abandoned. This is a question of fact, 
on which defendant has the burden of proof. The acquiescence 
is alleged to have taken place during a conversation between two 
persons, no one else being present. Their testimony as to what 
was said is diametrically opposed—oath against oath. We con- 
cur with the Circuit Court in the conclusion that defendants 
have not established their proposition by a fair preponderance 
of proof, and do not think it necessary to add anything to the 


discussion of the testimony, which is found in the opinion. 
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It is also contended that, because of laches on complainant's 
part, the bill should have been dismissed. It appears that, very 
shortly after defendant began putting Peerless nails on the mar- 
ket with design No. 4, complainant threatened suit, whereupon 
the use of this design was stopped. The next design, No. 5, 
was not put on the market till September, 1907, and there is no 
proof in the record (outside of the disputed testimony touching 
the interview which took place between Taylor and Williams) 
that complainant was informed of this design until January, 
igo8. But that is not material. Two months before this design 
was issued, complainant had begun the suit against Mooney, 
in which, with the handicap of the adverse decision in the Put 
nam Nail Case, it had to establish its ownership of a valid trade- 
mark. The Mooney Case did not terminate until our decision 
was filed August 20, 1909, and about a month later written notice 
was sent to the Hoopeston Company demanding that it cease 
infringement. Under these circumstances laches is certainly 
not made out. Timolat v. Franklin Boiler Works Co., 122 Fed., 
69, 58 C. C. A., 405. 


Some minor matters which have been referred to in argu- 
ment may be briefly disposed of. 


[t is insisted that the writ of injunction is erroneous, be- 
cause it enjoins, not only the precise design found to infringe 
(No. 5), but also nails 


“bearing any mark so similar to complainant’s said trade-mark as to be 
likely to deceive purchasers and the public and from infringing in any 
vay complainant’s exclusive right in said trade-mark.” 


This is in the usual form. Without some such general 
prohibition, defendants might put complainant to the trouble 
and expense of a new suit, merely by changing the position of 
the triangular nick they have cut out of the original check mark, 
or by changing its shape from a triangle to a square or circle of 
the same area—manifestly colorable changes, which would 
equally infringe the original mark. We find no force in the 


suggestion that the writ does not describe the trade-mark as 
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fully as the decree of injunction does. That is immaterial. 
It is the decree, and not the writ, which must be looked to in 
order to ascertain what the trade-mark is to which complainant 
has established title. 

It is next assigned as error that the decree enjoins the de- 
fendant company from making infringing nails, as well as from 
selling them when made. The theory advanced is that it is nec 
essary to have knurling of some sort on one of the head dies; 
otherwise, the nail would slip while being rolled. The check 
mark, impressed by this die could be afterwards removed before 
selling, if it infringed a trade-mark; but it is vehemently con 
tended that the injunction as it stands would necessarily be 
violated as a mere incident of manufacture. It is a suspicious 
circumstance that defendant company is so insistent upon being 
allowed to make nails with an infringing mark on them, which 
it will afterwards have to obliterate by some further process of 
manufacture. This very insistence indicates the propriety of the 
comprehensive language used in the decree. The argument in 
support of defendant’s contention may be briefly answered. We 
had this same question as to the necessity of using a die which 
would grip the nail when passing through the rollers in the 
Mooney Case, and held that such necessity had not been estab- 
lished by a fair preponderance of proof. But as we said in 


our former opinion: 


“If it was necessary to have a gripping surface on the roller, it was 
not necessary to use the only one of many which would produce on thi 
face of the nail head the counterpart of complainant’s distinguishing 
mark.” 

That statement is proved in this case. Defendant has had 
no difficulty in making a first-class grade of nail which did not 
slip in the process of rolling, being gripped by a pattern cut on 
die or roller, but which left on the nail face a mark in no way 
resembling complainant’s. A glance at the “Hoopeston” nail 
No. 3 with the capital H in a shield shows how fallacious is the 
argument here advanced. 

It is also contended that the decree is erroneous, because 


not limited to the joint infringement of the three defendants. 
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This, of course, refers only to the provisions as to profits and 
damages. The Hoopeston Company is a resident of Illinois. 
Green and Sanford are residents of the Northern district of New 
York. They sold nails which the company had manufactured. 
\ll three were sued, and the defendant company appeared gen- 
erally, answered, and conducted the defense. The bill is framed 
to recover jointly and severally against all three defendants for 
separate infringements. It was not demurred to, and the case 
vent to final hearing under that issue. Continuing infringements 
were proved, and the court properly granted complete relief in 
the one suit, by awarding all the profits which the defendants 
jointly and severally have made from their infringement. 


The decree is affirmed. with costs. 


SPIEGEL, et al. v. ZUCKERMAN, et al. 


‘| E- MIARK—REGIS KrFECT AS EvipENCt 

Registration under the federal statute is prima facie evidence only 
of right to the exclusive use of the mark. It is liable to rebuttal and 
is overcome by proof that the mark was extensively used by others, 
throughout the country, for several vears prior to its use by com- 
ia ; 

The trade-mark ; ss,” for shirt waists 


\ppeal from a decree of the Circuit Court of the United 
States for the Southern District of New York dismissing the 
bill of complaint. For opinion below, see 175 Fed. Rep., 978. 

James G. Bennett (C. G. Hensley, of counsel), for appel- 

lants ; 

Samuel I. Frankenstein (S. 1. Frankenstein 


appellees. 


, of counsel), for 
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Before LAcomBE, Coxr, and Warp, Circuit Judges. 


LACOMBE, Circuit Judge—No question of unfair trading 
or of infringement of a common-law trade-mark is presented by 
this appeal. The parties are all residents of the state of New 
York, and the federal courts have no jurisdiction of any such 
controversy. 


On April 8, 1907, complainants, alleged to be the successors 
of H. Kottler & Co., filed a statement and declaration under the 
provisions of the trade-mark act of February 20, 1905, and certifi- 
cate of registration was duly issued under date of October 22, 
1907. By the terms of the statute (Section 16) such certificate 
is made prima facie proof of ownership of the trade-mark; but 
such prima facie proof may be overcome, if it be made to ap- 
pear that the applicant was not entitled to the particular trade- 
mark which he sought to appropriate. The testimony shows 
an extensive use of the word “Princess” in connection with shirt 
waists, going back for several years—indeed, prior to the date 
named in the application (January 1, 1901), and prior to the 
earliest date to which complainants have been able to show their 
own use of it, by persuasive testimony. Many different persons 
used it, in many different places. It is not necessary to find that 
any one of these has used the word as a trade-mark so long and 
so continuously that he, rather than complainants, is entitled to 
exclusive ownership. It is quite sufficient to dispose of this 


appeal to find, as we do and as the Circuit Court found, that in 


and prior to 1901 the word “Princess” was being used by so many 


different persons in connection with the sale of shirt waists and 
similar garments, and had been so used for so long a time, that 
complainants could not, by adopting it as a mark for their own 
goods, acquire any exclusive right to its use as such mark. 


The decree is affirmed, with costs. 
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UNITED STATES CIRCUIT COURT 
THappreus Davips CoMPANY v. CortTLANDT I. DaAvips, et al. 
Southern District of New York, June 22, 1011. 


LAW OF 1905—JURISDICTION 

In an action between citizens of the same state, a federal court 
has jurisdiction to try only the issue of infringement of a registered 
trade-mark. It can not entertain the issue of unfair competition. 


2. LAW OF I905—TEN YEAR CLAUSE. 


\ mark not recognized as a trade-mark at common law is regis- 
trable under the ten year clause, if it satisfies the statutory require- 
ment of exclusive use. 


3. LAW OF 1905—PROTECTION To TEN YEAR MARK, 


A mark so registered is entitled to the full protection of the 
statute against infringement. In the case of a proper name, it would 
seem that this protection gives a monopoly in the use thereof upon 
the goods for which it is registered. 


4. LAw oF 1905—TEN YEAR CLAUSE—EXCLUSIVE UsE 


Exclusive use under this clause of the law means the right to 
exclusive use and is not impaired by the unlawful acts of one who 
seeks to pirate the good will of the mark. 


In Equity. On final hearing. 


For opinions on demurrer, in the Circuit Court and Circuit 
Court of Appeals, see 165 Fed. Rep., 792; 178 /d., 8ot. 


IV’. P. Preble, Jr., for complainant ; 
Emerson R. Newell, for defendants. 


Hovucu, District Judge—The bill herein is in the main 
for infringement of complainant’s registered trade-mark “Da- 
vids” as applied to “writing inks of all varieties, hectograph 
ink, showcard, indelible and stamping ink and stamp-pads.”’ 

United with this cause of action however are allegations 
of “unfair and unlawful competition on the part of defend- 
ants” although all parties to the litigation are residents of this 
State and district. It is therefore necessary to dismiss from 
consideration all allegations and evidence relating to unfair 
competition and to regard the matter not only as one of trade- 
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mark law alone; (National Casket Co. v. New York & Brooklyn 
Casket Co., 185 Fed. Rep., 533), but as a trade-mark case in 
which jurisdiction depends solely on registration under the Act 
of February 20, 1905. 

A demurrer herein was before the Circuit Court of Ap- 
peals in 178 Fed. Rep., 801. The bill of complaint is there 
sufficiently summarized. The scope of that decision is vitally 
important, now that the cause has come on for hearing upon 
evidence. 

It is understood that that decision held that ‘Davids’, be- 
ing the name of the founder of complainant's business, could not 
be “a valid common-law trade-mark,” but it might be a “mark 
used as a trade-mark,” and might therefore be registered under 
Section 5 of the Trade-Mark Act of February 20, 1905. It 
was also declared that the act made “a mark actually and exclu 
sively used for the requisite period (ten years) entitled to reg 
istration as a trade-mark”; and finally it was asserted that if 
it be “entitled to registration it is entitled to protection.” It 
is not declared that the “mark” which 1s an invalid common-law 
trade-mark shall be entitled to protection only as a mark; 
but it is said that “we are unable to appreciate the distinction 
sought to be drawn by the defendant between the right to reg- 
ister a trade-mark and the right to protect it.” It follows from 
the language of the higher Court that since the “mark” may be 
registered as a trade-mark and is entitled to protection, it is 
entitled to protection as a trade-mark, which is equivalent to 
saying that it becomes a valid trade-mark by registration. This 
seems to be the congressional intention, for Section 5 wad 


amended of February 11, 1911, by adding the proviso 


“that nothing herein shall prevent the registration of a trade-mark 


otherwise registrable because of its being the name of the applicant o1 
a portion thereof”; 


and it is also important that the original act in Section 29, de 
clares that 


“The term ‘trade-mark’ includes any mark which is entitled to r 
istration under the terms of this Act and whether registered or not 


a trade-mark shall be deemed to be ‘affixed’ to an article when it is 
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ed in any manner in or upon either the article itself or the recep 
e or package or upon the envelope or other thing in, by, or with 
hich the goods are packed or inclosed or otherwise prepared for sale 
distribution.” 


The question presented by this litigation is therefore this, 
to what measure of relief is one entitled, who owns as a valid 
trade-mark a word which before registration under the statute 
he could not protect at law, without invoking the doctrine of 
unfair competition ? 

It is to be regretted that sharp distinction was ever drawn 
between that trespass on property rights called trade-mark in- 


fringement, and the exactly 


similar trespass commonly spoken 
of as unfair competition,—but since the distinction has not only 
become well known, but been made a basis for limiting jurisdic 
tion, it is necessary here to find infringement of trade-mark ac- 
cording to strict rules, if complainant is to be entitled to any 
relief. 

Trade-mark infringement is the use by defendant,—for 


trading purposes,—and in connection with goods of the kind as 


to which complainant’s exclusive right exists—of a mark iden- 
tical with complainant’s or colorably resembling it. The wrong- 


ful imitation need not be exact or perfect, but may be limited 
or partial. J/cLean v. Fleming, 96 U. S., 245; Saxlchner v. 
Kisner, etc. Co., 179 U. S., 19. Within these familiar rules it 
would seem that any use of the word “Davids” in connection 
with inks would be infringement, and very interesting questions 
would arise did the bill seek to enjoin any and every use of 
defendants’ own names in conjunction with the manufacture of 
an article which is free for all. The bill, however, asks only 
that defendants be enjoined from the use of complainant's trade 
mark in their trade-name of “Davids Manufacturing Company,” 
and also from the use of the word “Davids” at the top of their 
labels in connection with the business of making and _ selling 
inks, ete. 

Since it has been held that a proper name can under the 
circumstances here existing become a valid trade-mark, then 
such trade-mark must receive the same kind and extent of pro- 


tection as would be accorded to an arbitrarv or fanciful name 
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selected for euphony or quaintness, and associated with a par- 
ticular kind of goods made by a particular person. Thus if 
complainant's trade-mark were not “Davids,” but “Davyne” (an 
actual word at present wholly unrelated to ink), defendants 
would plainly not be permitted to sell, advertise or mark inks 
as those of the “Davyne Manufacturing Company,” nor to use 
the word “Davyne” prominently upon their labels. Undoubt- 
edly this statute as construed limits some rights heretofore 
thought to have been secured to all men in respect of the use 
of their own names, yet such in my judgment is the logical 
result of the decision first referred to, and the legislative intent 
as shown by recent amendment. 

The evidence herein conclusively shows that defendants do 
display the word “Davids” very prominently at the top of their 
labels and elsewhere, and transact all their business under the 
trade name of “Davids Manufacturing Company.” From these 
acts (in relation to inks) let them be restrained according to the 
prayer of the bill, which is for an injunction only and not for 
an accounting. 


NOTE 


Three defences are urged that will merely be noted: 

ist. It is said that complainant has long so misled the 
public in respect of its products that its trade-mark is not de- 
serving of protection within such cases as Worden wv. California 
Fig Syrup Co., 187 U. S., 282. The trade-mark is the single 
word “Davids.” How that single word can convey or be used 
to convey any false impression to the public is difficult to see; 
but entirely apart from this, I am of opinion that the complaints 
made by the defendants are without merit if they are not friv- 
olous, viz., that ‘“Electro-chemical Writing Fluid” is not  pre- 
pared by any electrical process; that “Oriental Carmine Ink” 
does not come from the Orient, and is not based on extract of 
cochineal, and that “Silk Filtered Ink” is no longer silk filtered, 
although it once was. 


2d. The registration of complainant’s trade-mark is said 
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to be invalid because complainant and its predecessors had not 


iad exclusive use thereof for the statutory period. The only 
evidence to support this contention is that an impostor named 
Davis sold “Davis Inks” to people who thought they were 
buying Davids’ ink. The exclusive use of a trade-mark means 
rightfully exclusive use, and 1s not disturbed by an unsuccessful 
effort to steal the same, nor even by ,furtive and partial success in 
making some profit out of the attempted theft. 
3d. Complainant’s trade-mark has not been used in inter- 
state or foreign commerce. This is plainly disproved by the 
evidence. 
The contention as to Gum Arabic, Gum Ghatti or Gum Sene- 
gal is not noticed,—jurisdiction depends on registration and the 
trade-mark registered has to do with inks only—not mucilage 


Or paste. 


|This case furnishes the first detinite and satisfactory construction 
the so-called ten year clause of the Trade-Mark Act. The view of 
the Circuit Court of Appeals, as remarked upon in the text and fol- 
lowed in this decision, is the only view that does not entirely nullify 
the clause in question The manifest intent of this provision is to 


make possible the registration of marks that have become known as the 
distinctive marks or designations of the goods of their users, in order 


that such marks may be accorded the protection of the statute, whether 
they come or‘*not within the common law definition of a trade-mark. 
That such is the intent is indicated by the process of revision through 
which the clause passed \s first reported by the patent committee of 


the House of Representatives, Section five provided for the registration 
of any trade-mark which had been in actual and lawful use as a mark 
for ten years before the passage of the act. In the Senate, the section 
was amended by striking out the words “trade-mark” and “lawful” and 
substituting in place thereof, the words “mark” and “exclusive.” These 
amendments were agreed to by the House, it being pointed out by the 
conference committee of the two houses that the section as originally 
drawn would not accomplish the purpose intended, namely, that of 
ermitting the registration of marks which are not technical trade-marks, 
where they have been in actual and exclusive use for ten years 

Clearly it was the purpose of this clause to make proof of actual 
nd exclusive use during the ten year period equivalent, for the purpose 
of the statute, to the proof of secondary meaning upon which the 
ourts have proceeded in protecting the like marks, in the application 

the theory of unfair competition 

Cf. American Lead Pencil Co. v. Gottlieb & Sons, 181 Fed. Rep., 178. 
Bulletin, Volume I, p. o1:; II, p. 4, et seg.; Vp. 60: VI. pp. 203. 342.] 
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ReyMER & Broruers, INc., v. HUYLER’s. 
Western District of Pennsylvania, July 3rd, 1911. 


t. Vauipity oF TrApE-MARK—* METROPOLITAN.” 

The word “Metropolitan” as applied to candies is an arbitrary 
and fanciful term, not descriptive of ingredients or quality, nor in 
dicative of the place of manufacture and it is, therefore, a valid 
trade-mark. 

INFRINGEMENT—Goopbs OF THE SAME DESCRIPTIVE QUALITIES. 

The right to use a mark on half pound and pound boxes of choco 
lates and bon bons is infringed through the application thereof by 
another to cakes of sweet chocolate These are goods of the same 
general class and the use of the mark on the latter would tend to 
confuse purchasers of the former. 


bo 


(). motion for preliminary injunction. A final decree was 


later entered by consent, in accordance with this decision. 


James Negley Cooke, James LL. Wehn, Leander Trautman 
and Frank F. Reed, for complainant. 

Bakewell & Byrnes, George H. Parmelee and Ely, Agar 
Fulton, for defendant. 


Younc, ].—This is a trade-mark case and not a case of 
unfair competition. Most of the affidavits in the case, which is 
a suit to enjoin the infringement of a trade-mark, and the argu- 
ments of counsel are altogether irrelevant, because they are more 
applicable to a case of unfair competition than to one of infringe- 


ment of a trade-mark. The principle governing courts in such 


cases has been clearly formulated by Judge Acheson in the case 
of Godillot v. American Grocery Co., 71 Fed. Rep., 873, where 
it is said: 


“Courts of equity interfere by injunction to protect trade-marks, 
upon the ground that the plaintiff has a valuable interest in the good 
will of his trade, and that a rival merchant or manufacturer shall not 
be permitted, by the use of the plaintiff's symbol, to palm off his own 
goods to purchasers as those of the plaintiff. McLean vy. Fleming, 96 
U. S., 245. To entitle a plaintiff to an injunction, it is not necessary 
that a specific trade-mark has been infringed; for, irrespective of a 
technical question of trade-mark, a defendant has no right, by imitative 
devices, to deceive purchasers, and thus induce them to believe that 
they are buying the goods of the plaintiff. /d.; Coates v. Thread ¢ 
149 U. S., 562, 13 Sup. Ct., 966. As to the degree of similarity necessar 
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as a ground for an injunction, no precise rule, applicable to all cases, 


an be formulated; but the decisions agree that it is enough if the resem 
blance is so close that purchasers exercising ordinary caution are likely 
to be misled. In McLean vy. Fleming, supra, the court (citing Gorham 
Co. v. White, 14 Wall. 511), said: ‘Two trade-marks are substantially 
the same, in legal contemplation, if the resemblance is such as to de- 
ceive an ordinary purchaser, giving such attention to the same as such 
a purchaser usually gives, and to cause him to purchase the one, sup 
posing it to be the other.” The resemblance need not be such as would 
deceive persons who would see the two marks placed side by side. Seiro 
v. Provecende, 1 Ch. App., 191, 195. ‘Similarity, not identity, said Judge 
Bradley, in Celluloid Manuf'g Co. v. Cellonite Manuf’g Co., 32 Fed., 94, 
g7, ‘is the usual recourse when one party seeks to benefit himself by the 
good name of another. What similarity is sufficient to effect the object 
has to be determined in each case by its own circumstances. We may 
say, generally, that a similarity which would be likely to deceive or 
mislead an ordinary, unsuspecting customer is obnoxious to the law.’”’ 


These principles are still further defined and applied in 


their application to the two classes of cases of unfair competition 


and infringement of trade-marks, by Judge Baker in Church & 
Dwight Co. v. Russ, 99 Fed. Rep., 276, 278. 


“The tendency of the courts at the present time seems to be to re 
strict the scope of the law applicable to technical trade-marks, and to 
extend its scope in cases of unfair competition. Mill Co. v. Alcorn, 150 
U. S.. 460: Laughman’s Appeal, 128 Pa. St., 1: Koehler vy. Sanders, 122 
N. Y., 65: Castle v. Siegfried, 103 Cal., 71: Fleischmann y. Starkey, 25 
Fed 


127 \s this case falls more appropriately under the head of an 


infringement of a technical trade-mark, rather than under the head 
of unfair competition, it becomes desirable to ascertain as nearly as 
may be the distinctions, as well as the points of resemblance, between 
them. The underlying principle of each is the same, namely, the preven- 
tion of that which in its operation and results, and usually in inten- 
tion, 1s a fraud upon the public, and an injury to the rival trader. 
That this is the underlying principle is clearly shown in the leading 
case on technical trade-mark law (Canal Co. v. Clark, 13 Wall., 311, 
322), where the Supreme Court says: ‘This will be manifest when it 
is considered that, in all cases where rights to the exclusive use of the 
trade-mark are invaded, it is invariably held that the essence of the 
wrong consists in the sale of the goods of one manufacturer or vendor 
as those of another, and that it is only when this false representation 
is directly or indirectly made that the party who appeals to a court of 
equity can have relief. This is the doctrine of all the cases.’ But, 
while the idea of fraud or imposition lies at the foundation of the 
law of technical trade-marks as well as the law of unfair competition, 
it must be borne in mind that fraud may rest in actual intent shown by 
the evidence, or may be inferred from the circumstances, or may be 
conclusively presumed from the act itself. In the case of unfair compe- 
tition the fraudulent intent must be shown by the evidence, or be 
inferable from the circumstances, while, in the case of the use by one 
trader of the trade-mark or trade-symbol of a rival trader, fraud will 
presumed from its wrongful use. It is commonly said that there is 
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right of property in a technical trade-mark, and an infringement 
it is spoken of as a violation of a property right.” 


Regarding this property right, it was said by Mr. Justice 


Miller in 7rade-Mark Cases, 100 U. §$., 82, 92: 


“The right to adopt and use a symbol or a device to distinguish the 
goods or property made or sold by the person whose mark it is, to 
the exclusion of use by all other persons, has been long recognized b 


the common law and the chancery courts of England and of this intry, 
and by the statutes of some of the States. It is a property right for th 


violation of which damages may be recovered in an action at law, an 
the continued violation of it will be enjoined by a court of equity, with 
compensation for past infringement This exclusive right was not 


its enforcement. The whoie system ot trade-mark property a 
.vil remedies for its protection existed long anterior to that act, and have 
remained in full force since its passage.” 


created by the Act of Congress, and does not now depend upon it for 


In Columbia Mill Co. v. Alcorn, 150 U. $., 460, it is said: 
“These cases establish the following general propositions: 


(1) That to acquire the right to the exclusive use of a na 
vice or symbol, as a trade-mark, it must appear that it was adopt 
for the purpose of identifying the origin or ownership of the article 
to which it is attached, or that such trade-mark must point distinctively, 
either by itself or by association, to the origin, manufacture, or owner 
ship of the article on which it is stamped. It must be designated, as its 
primary object and purpose, to indicate the owner or producer of the 
commodity, and to distinguish it from like articles manufactured by 
others; 2nd, that if the device, mark or symbol was adopted or placed 
upon the article for the purpose of identifying its class, grade, style or 
quality, or for any purpose other than a reference to or indication of 
its ownership, it can not be sustained as a valid trade-mark; 3rd, that 
the exclusive right to the use of a mark or device é¢laimed as 
trade-mark is founded upon priority of appropriation, that is to say, 
tne claimant of the trade-mark must have been the first to use or em 
ploy the same on like articles of production; 4th, such trade-mark 
not consist of words in common use as designating locality, sectior 
region of country.” 


ited 


Controlled, then, by the foregoing considerations, let us 
first see what the established facts of this case are. It appears 
from the evidence in this case that Reymer & Bros. have been 
for the past 65 years engaged in the manufacture and sale of 
candy and confectionery, first and until 1901 as a copartnership 
and since that time as a corporation. In 1897, they adopted as 
a trade-mark the word “ Metropolitan,’ which they used upon one 


pound and one-half pound boxes of chocolate creams, mixtures 
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of chocolate creams and other candies called bonbons. There 
was also printed upon the boxes in addition to the word “Metro- 
politan,” the words, “Reymers,” “Pittsburgh,” “Assorted” or 
“Chocolates.” It appears by the evidence that these packages, 
so marked, have been sold and supplied by the complainant to 
the wholesale and retail establishments in the district surround- 
ing Pittsburgh to the extent of 60,000 packages in the last two 
and one-half years and 150,000 since 1897, and that complain- 
ant’s “Metropolitan” chocolates are well known and are bought 
and sold and asked for and identified by purchasers and the 
public by the word “Metropolitan.” It also appears that the 
word “Metropolitan” has become so associated with the product 
of complainant as to indicate to purchasers and the public its 
origin and manufacture. In its present application it is an ar- 
bitrary and fanciful word and, printed upon a box of candy, does 
not in any way describe any ingredient or quality of the candy, 
or amount, or indicate the place of manufacture, or the person 
who manufactures it. 

The respondent in the spring of 1910, began the use of 
the word “Metropolitan” as a trade-mark for sweetened cakes 
of chocolate and these were put up in wrappers and also in 
small boxes with a picture of the tower of the Metropolitan Life 
Building, Madison Square, N. Y. These boxes were sold at the 
small price of five and ten cents. The evidence also clearly 
shows that, although confusion may arise by the alleged expert 
and technical definition as to the meaning of the word “choco- 
late” and the meaning of the word “candy” given by deponents 
on both sides, chocolate mixed with sugar and other substances 
is sold at candy stores, confectioneries and other places where 
candy is sold and purchased indiscriminately by those who wish 
to eat it in the form in which it is sold. 

It appears upon comparison ef complainant’s boxes with the 
packages of respondent that the marks are very similar. On 
the complainant’s, the word “Reymers,” “Pittsburgh,” ‘“Metro- 
politan,” “Chocolates”; on the respondent's, on its boxes, “Huy- 
lers,” “Metropolitan,” “Chocolate”; on its cake packages, 
“Huylers,” “Metropolitan,” “Sweet Chocolate.” 
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Measured then by the principles above laid down it is 
established in this case that the complainant has a property right 
in the trade-mark “Metropolitan”; that it was adopted for the 
purpose of identifying the origin and ownership of certain can 
dies manufactured and sold as chocolate creams, mixed chocolate 
creams and bonbons by complainant; and that it was used to dis- 
tinguish such candies from like articles manufactured by others 
and that this device or mark “Metropolitan” was not adopted 
and placed upon the above mentioned candies for the purpose 
of identifying their class or quality; that the complainant was 
the first to use this trade-mark on like articles of production 
and that the word, “Metropolitan” is an arbitrary and fanciful 
term and does not designate locality, section or region of country. 

The complainant's trade-mark, then, being a valid trade 
mark and one to the exclusive use of which, as used by com- 
plainant, it is entitled, it only remains to determine whether or not 
respondents have infringed. 

It clearly appears by a comparison of the packages used 
by complainant and respondents that the words Metropolitan,” 
“Chocolate,” or “Chocolates” are conspicuously presented. The 
different shape of the packages is not likely to be observed by 
the ordinary purchaser because the class of goods being dealt in, 
candies and chocolates, are placed in many different kinds of 
packages by the same manufacturer. The ordinary purchaser 
having in mind chocolate which is ready for consumption and 
“Metropolitan” as descriptive of Reymers’ chocolate, is unlikely 
to look further than for the two words. These he finds on both 
packages. As said in Celluloid Manuf’g Co. v. Cellonite 
Manuf'g Co., supra, “Similarity, not identity, is the usual re- 
course when one party seeks to benefit himself by the good name 
of another.” So we have here not identity but similarity, and 
as was said in the same case, “what similarity is necessary to 
effect the object has to be determined in each case by its own 
circumstances.” 

Taking then this similarity, this resemblance, and keeping 
in mind the other circumstances of the case as shown by the 


evidence, the location by defendant of its store in one formerly 
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occupied by complainant in its retail cigar business, the keeping 
of its cakes of “Metropolitan” sweet chocolate on the counter 
with other candies and with small packages of candy, the begin- 
ning of the use by it of the trade-mark in the same city with 
complainant, after being engaged in business there for about 
one year, and where complainant's use of the trade-mark was 
well known and largely advertised, we must conclude that not 
only does the use of complainant's symbols by respondent result 
in the palming off of respondent’s own goods to purchasers as 
the goods of complainant, but by its imitating the trade-mark of 
complainant the respondent has deceived purchasers and induced 
them to believe they have been buying the goods of complainant 
and thus has violated the property right of complainant in its 
trade-mark. Even were there no evidence of fraudulent intent 
in the case, it being one where a trade-mark is infringed, fraud 
nay be presumed from its use. 

We are therefore satisfied that the respondents have in- 
fringed the complainant's trade-mark and should be restrained 
from the further use of the same upon articles of its production 
like those of complainant. 


Let an order be drawn accordingly. 


Howarp Dustriess Duster Co. v. CARLETON. 
(187 Fed. Rep., 472.) 


District of Connecticut, June 3, ror. 


UNFAIR ComMPETITION—COLoR oF ArtICLE—First Use. 

The right to protection in the use of a distinctive color, as ap- 
plied to an article of merchandise, depends upon priority over all 
others in the use thereof. Where complainant was not the first to 
use the color, he has no standing to restrain another from such use. 


In Equity. On motion to set aside a stipulation for entry 
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of final judgment. See previous opinion, on motion for prelim- 


inary injunction, 185 Fed. Rep., 999, ante, p. 110. 


Mitchell, Chadwick ¢ Kent, for complainant. 
Bill & Tuttle, for defendant. 


Piarr, District Judge—This case was heard upon demurrer 
last March. The decision will be found in 185 Fed., 999. There 
was no occasion for so elaborate a presentation as will be found 
there. except for the fact that counsel for defendant had sig- 
nified his willingness to abide the result of my investigation. | 
therefore stated at some length, and with some care, the course 
which | should think it right to pursue if the matter had then 
been before the court on final hearing. 

The opinion was filed on March gth. On March 15th coun- 
sel for both parties appeared before me in person and stipulated 
that the opinion of the 9th might be treated as a final disposition 
of the case, and, acquiescing therein, I ordered a decree to issue 
granting the relief asked for in the first clause of the bill. Up 
to the present time no decree has been issued, and now counsel 
for defendant asks to have the stipulation set aside, because he 
has since learned that a valid defense exists of which he was 
ignorant at the time of entering into the stipulation. 

This matter cuts deeper than can be remedied by a resort 
to technical rules of practice. What I did in March has been 
used to influence persons who have no interest in the litigation be- 
tween these parties. What I shall do now must not be affected 
by the bickerings of the parties hereto, or by an attempt to saddle 
the blame upon this one or upon that one. Let the unvarnished 
tale explain itself. 

The opinion of March 9th was based upon my conception 
of the situation between the parties, as evidenced by the facts 
set up in the complaint, which were admitted to be true by the 
demurrer. I understood from the bill that the plaintiff. was the 
first party who dyed white cheesecloth black, at unnecessary 
trouble and expense to itself, for the sole purpose of giving the 


duster a distinctive appearance which would point to it as 
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maker, and that no competitors had dyed their cheesecloth black 
until this defendant invaded the market. With those facts, and 
especially the latter one, absent from the case, the opinion of 
March 9th would not have been promulgated, and the bill would 
have been dismissed on demurrer, without comment. 

It would seem that my position in the matter ought to have 
been easily understood from the language used in the opinion. | 
referred therein to the fact that defendant took the trouble to 
dye his cloth black, and that “no other competitors of the plain- 
tiff’ dyed their cloth black. I am now informed that at least 
one competitor, and that a strong one, has for many years made 
a duster which it dyed black. 

The only issue between the plaintiff and that competitor, 
as I understand it, would be as to which party first adopted that 
practice. It is plain to me, however, that the exact date of be- 
ginning is immaterial. If other parties began to dye their white 
cheesecloth black before the plaintiff had continued that practice 
a sufficient length of time to have made its black cloth a distinc 
tive sign, pointing directly and exclusively to its factory, the 
entire structure upon which my final conclusion was erected 
crumbles and falls to the ground. 

I have re-examined the situation which confronted me when 
| wrote the opinion of March 9th. Paragraph XT of the bill 
is as follows: 


“Your orator shows that the dyeing black by the defendant of his 
dustcloth is unnecessary for any honest purpose, since other compet 
ing manufacturers of dustcloths have severally adopted distinctive colors 
and combinations of colors to distinguish each his own article. Such 
colors, for example, as brown, pink, and blue are in use by manufacturers 
who have come into the market since your orator began business.” 


Point 5 of the demurrer is as follows: 


“Because it appears from the complaint that the article manufactured 
ind sold by the complainant is one in which there is a large amount 
of competition, and in which several persons, other than the parties to 
this suit, are engaged in the manufacture and sale of, and the com 
plainant has had no such exclusive sale of said article as to entitle it 


¢ 


to the relief prayed for.” 


Plaintiff’s counsel presented at the hearing on demurrer a 
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printed brief in which he commented on point 5 in the following 
language: 

“Tt. nowhere appears in the bill that ‘there is a large amount of com 
petition.” It does appear by the bill that other manufacturers make 


dusters, and that these competitors color them distinctively; for example, 
red, pink, and blue. (Bill, par. XI.)” 


ater in the brief, in stating the facts as bearing upon defend- 
ant’s wrong, he condenses Paragraph XI of the bill in the follow- 
ing language: 
“The dyeing black of his dustcloth by the defendant is unnecessa) 
for any honest purpose. Other competing manufacturers have severally 
adopted distinctive colors and combinations of colors to distinguish each 


his article. For example, brown, pink, and blue are in use by other 
manufacturers.” 


It now appears that defendant did not dye his white cheese- 
cloth black at all, but bought his black cloth from a competitor. 

It does not improve the situation for plaintiff to say that 
the defendant ought to have told his counsel, and his counsel 
ought to have told the court. The defendant would naturally 
be so agitated by the strenuous attack upon his petty business 
that he ought to be excused for not taking a comprehensive view 
of the situation. 

As for the plaintiff, the lenient view of the matter is that it 
did not realize that it fundamentally affected its rights against 
this defendant to bring into strong relief those competitors who 
used other colors than black, and to refrain with exceeding care 
from mentioning those who did use the black. 

It is unfortunate that the opinion of March 9th was eve 
written. I have tried to make it clear that it was founded on a 
misconception of some of the ultimate material facts. The stipu 
lation of counsel is set aside, because it produced a false situa- 
tion. The order of March 15th, having been based thereon, is 
revoked, and the case may proceed in the usual way. The revoca 
tion of the order of March 15th is intended to render, and does 
render, nugatory and unavailing all statements of fact and con 
clusions of law to be found in the opinion of March gth, which 
grew out of the misconception which I have explained above. 
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HAZLetT? v, POLLACK STocIE Co., e¢ al. 
| 
; (188 Fed. Rep., 494.) 
3 
j . aha = 3 ‘ 
| @ IVestern District of Pennsylvania, June 20, 1911. 


UNFAIR COMPETITION—DEFENCE—COMPLAINANTS MISREPRESENTATIONS. 
The retention and use of the name of a deceased owner of the 
business, the issuance of advertising matter over what purports to 
be his signature, and other simulations of the personality of the de 
ceased, under whom the good will of the business had been created, 
are such fraudulent misrepresentations as will bar relief against one 
who trespasses upon that good will. 
UNFAIR COMPETITION—DISMISSAL OF BitLt—CostTs. 
Where the defendant’s trespass is flagrant and shameless, no costs 
will be awarded him, on dismissal of the bill for the foregoing 


reasons. 
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In Equity. On final hearing. 


Brown & Stewart, for plaintiff. 
Ivory, Kiskaddon <> Moore, and F. F. Reed, for defendants. 


BUFFINGTON, Circuit Judge.—-This is a bill in equity brought 
by tloward Hazlett, administrator of Augustus Pollack, de- 
ceased, against the Pollack Stogie Company and others. It is 
alleged respondents infringe complainant’s trade-marks and 
charges them with unfair competition. The case is on final 
hearing. 

The proofs siow that for some 35 years prior to his death, 
in 1906, Augustus Pollack, the decedent, had built up a large 
and profitable interstate trade in a species of cigars called 
“stogies.”” He used high-grade tobacco and placed on the pack- 
ages containing |is goods marks and labels that gave them a 
distinct and recognizable dress and appearance. Indeed, sa 
extensively and favorably did his goods become known that 
the name “Pollacx’s Stogies,” and indeed the word “Pollack” 
alone, came to be generally connected with the cigars made by 


him. Among other distinctive marks was his guaranty, signed 
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In script over his reproduced signature, viz., “The best and 
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largest natural leaf handmade long Havana seed filler cigar in 
the world at the price. Each cigar guaranteed perfect by.” 
Then follows the script signature, “Augustus Pollack.” The 
manufacturer’s factory certificate on the package also stated 
that Augustus Pollack was the manufacturer in factory No. &8, 
first district, state of West Virginia, and on the front of his 
factory, which constituted his principal trade-mark, was_ the 
name of Augustus Pollack as manufacturer. The proofs in tes- 
timony, correspondence, etc., undoubtedly show that the per 
sonality of Pollack, his thorough knowledge of his business, his 
deep personal interest in it, and his integrity of purpose in a 
careful and scrupulous use of high-grade material were the 
important factors in creating and maintaining the trade good 
will of his product. So thoroughly were the name and personal 
guaranty of Pollack recognized that those who succeeded him 
in business and who bring this present suit, in 1908, two years 
after his death, sent out to the trade a letter, printed in script 
and purporting to be signed by Augustus Pollack, in which, after 
calling attention to the development of his business, Mr. Pol- 
lack is made to say that he “gratefully acknowledges his indebt- 
edness to American encouragement, and requesting a continuance 
of approval and favorable consideration, avails himself of this 
occasion to tender his assurance of appreciation and high esteem. 
Yours truly. Augustus Pollack.” 

It will thus be seen that the personality of Pollack was a 
factor in the creation and the retention of the trade good will 
which his product enjoyed. The fact, however, is that after 
the death of Mr. Pollack, and up to the filing of this bill, these 
marks, labels, and statements as made by Mr. Pollack were used 
on the packages in precisely the same way they had been used by 
him in his lifetime and in spite of the fact that his business 
was being carried on by Howard Hazlett, as the agent of his 
wife and children, and not for the benefit of his estate or in 
pursuance of the usual duties of an administrator, as noted 
below. 

The will of Augustus Pollack was inoperative because not 
properly executed. Letters of administration on his estate were 
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granted Howard Hazlett, the complainant. By written agree- 
ment of Mr. Pollack’s wife and children, approved and confirmed 
in a chancery proceeding in the circuit court of Ohio County, 
W. Va., brought by Howard Hazlett, administrator, against the 
estate, the widow and children agreed the administrator should 
carry out the will, with certain exceptions, as though such will 
were in force, and by such instrument they further empowered 
Mr. Hazlett to conduct the business of Mr. Pollack, not for 
the benefit of the estate, but for themselves by these provisions, 
inter alia 
“That the said complainant, as administrator aforesaid, is empowered 
to continue the business for a limited time under te testator’s name 
It is further adjudged, ordered, and decreed that the capital 
and property used in such business are not to be included in the semi 
annual divisions to be made by the said complainant as directed in 
said will, but the whole of such capital and property used in such busi 


ness are to remain in the said business until the end of the last-mentioned 


period of 10 years and then be distributed Jt is further ad 


judged, ordered, and decreed that, under the twenty-fifth section ot 


the said will, the said complainant, as administrator as aforesaid, is em 
powered to sell and dispose of the factories, good will, equipments, and 
materials and stock on hand, and that in doing so he is not to consider 
or be controlled in any way by the provisions in the said twenty-fifth 
section of the will relating to the integrity of the firm name and of the 
product and the recognition of organized labor and the wage scale.” 


The public by such unchanged marking of the goods was 
led to believe that the goods were being made and guaranteed 
by Mr. Pollack. It is true that sometime after this bill was filed 
an inconspicuous label was placed on packages stating the goods 
were made by Pollack’s administrator; but even this statement 
continued still to be accompanied by prominent labels stating: 
“None genuine without my signature. Augustus Pollack.” And 
that the goods are “manufactured of select air cured and fer 
mented Pennsylvania tobaccos and packed in good shipping order 
by Augustus Pollack, Wheeling, W. Va.” 

In view of these facts, can the present bill be maintained by 
the complainant? Without imputing to complainant any bad 
faith or intent to deceive the public, we are of opinion that under 
the facts stated the law forbids the maintenance of his bill. One 


of the essentials of an enforceable trade-mark right is that the 


goods it represents shall in no way mislead the public. When 
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a manufacturer has by his personal skill or character built up 
a reputation or good will for his goods which gives them a higher 
value than those of other makers, it is quite clear that he can 
not transfer to others the right to affix his name to those goods 
when he has ceased to manufacture them, and his transferee mis- 
lead the public into the belief that the skill and character which 
gave the product distinctive merit still continue to do so. Under 
such circumstances, fairness to the public demands that he who 
succeeds to the manufacture of a product of earned personal 
repute must in some appropriate manner apprise the public of 
the changed condition. Thus in JJanhattan Co. v. Wood, 108 
U. S., 223, 2 Sup. Ct., 430, it is said: 


“The object of the trade-mark being to indicate, by its meaning or 
association, the origin or ownership of the article, it would seem that 
when a right to its use is transferred to others, either by act of the 
original manufacturer or by operation of law, the fact of transfer 
should be stated in connection with its use; otherwise a deception would 
be practiced upon the public, and the very fraud accomplished, to pre 
vent which courts of equity interfere to protect the exclusive right of 
the original manufacturer. If one affix to goods of his own manufac 
ture signs or marks which indicate that they are the manufacture of 
others, he is deceiving the public and attempting to pass upon them 
goods as possessing a quality and merit, which another's skill has given 
to similar articles, and which his own manufacture does not possess in 
the estimation of purchasers. To put forth a statement, therefore, in 
the form of a circular or label attached to an article, that it is manu 
factured in a particular place, by a person whose manufacture there had 
acquired a great reputation, when, in fact, it is manufactured by a 
different person at a different place, is a fraud upon the public which no 
court of equity will countenance.” 


So, also, in Leather Co. vy. American Company, postea, it is 


said: 


“When the owner of the trade-mark applies for an injunction to 
restrain the defendant from injuring his property by making false rep 
resentations to the public, it is essential that the plaintiff should not 
in his trade-mark, or in the business connected with it, be himself guilty 
of any false or misleading representation; for, if the plaintiff makes any 
material false statement in connection with the property he seeks to 
protect, he loses, and very justly, his right to claim the assistance of 
a court of equity. * * * Where a symbol or label, claimed as a trade 
mark, is so constructed or worded as to make or contain a distinct 
assertion which is false, I think no property can be claimed in it, or, 
in other words, the right to the exclusive use of it can not be main 
tained.” 


The facts of the present case bring it within these rulings. 
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The right of Augustus Pollack has been transferred by opera- 
tion of law to his wife and children, and they have empowered 
Hazlett as their representative to continue the business. But 
unfortunately it has been continued, not according to existing 
facts and conditions and with appropriate notice of the suc- 
cession, but precisely as if the personal service and_ skill of 
\ugustus Pollack were still directing it, and indeed his name and 
signature have been actively used as if he were still living. On 
the authority of these cases, and in view of the facts referred 
to, it is clear that this bill can not be sustained. 

We deem it proper to expressly say that the absence of 
conditions to warrant sustaining the complainant's bill, and not 
the existence of any merit on the part of respondents’ case, leads 
to our dismissal; for it should be added that the proofs of the 
case show such a flagrant and shameless case of pirating an 
established business that, in dismissing the bill, we follow the 
course pursued in the Leather Cloth Co. v. American Leather 
Cloth Co., 4 De G., J. & S., 137, affirmed in 11 H. L. C., 521, 
where Lord Chancellor Westbury said: 


“As I do not approve of the conduct of the defendants, I dismiss it 
without costs.” 


Let a decree be prepared accordingly. 


WATERPROOFING COMPANY v. NEAL FARNHAM, INC., et al, 


(188 Fed Rep., 679. ) 


Southern District of New York, January 4, rgrt. 


TRADE-MARK INFRINGEMENT—PRELIMINARY INJUNCTION 

When the only infringement shown is the use of the trade-mark 
in advertising in a single instance, and there is no evidence of intent 
to repeat the offence, a preliminary injunction should be denied, with 
the privilege of renewing the motion in case of further infringement 


In Equity. On motion for a preliminary injunction. 


D. A. Usina, for complainant. 
F. Warren Wright, for defendants. 





















































































234 THE TRADE-MARK REPORTER 





Coxe, Circuit Judge—This is a motion for an injunction 
restraining the infringement of the alleged trade-mark “Hy- 
drolithic’” which was registered June 12, 1910. This trade-mark 
has never been adjudicated; its validity is in dispute. The 
affidavits do not show a case of general acquiescence. The par- 
ticular act of infringement complained of is the publication by 
the defendant J. P. Beck of a program of a Cement Exhibition 
given during last month at the Madison Square Garden in the 
City of New York. This program contains an advertisement 
by the defendant Neal Farnham in which the words ‘“Hydro- 
lithic Waterproofing for Sub-Structural Walls’ are inserted. 


but a week or so and was finally closed 


This exhibition lasted 
in the latter part of December. No future damages can there- 
fore be attributed to this particular act. Whatever damages 
there are have already accrued and can not be affected one way 
or the other by an injunction. The defendant Farnham does 
not sell his product under the name of “Hydrolithic” and does 
not use that name upon boxes, packages or bundles. His product 
is sold under the name of “Waxin.” It is not at all unlikely 
that two fair and intelligent business men will reach a settle- 
ment of so inconsequential a dispute, but even should the case 
go to a final hearing it will in the usual course be decided on 
its merits before any serious damage can be suffered by the 
complainant. Upon proof that the defendant continues to ad- 
vertise by using the name “THydrolithic” as in the catalogue of 
the Cement Show, a renewal of this motion may be had. As 
at present presented, the case is not one for a preliminary in 
junction. 


The motion is denied. 


\MERICAN PIN ComMPpaANY v. BERG BROTHERS. 
(188 Fed. Rep., 683.) 


Southern District of New York, May 31, rgrt. 
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UNITED STATES CIRCUIT COURT 
UNFAIR COMPETITION—PRELIMINARY INJUNCTION 
In a suit based upon imitation of complainant's display cards used 
extensively for several years, in the sale of hooks and eyes, proof of 


actual deception is not necessary, when the imitation is so close that 
confusion must result therefrom 


In Equity. On motion for preliminary injunction. 


I}etmore & Jenner, for complainant. 


Katz & Sommerich, for defendant. 


LACOMBE, Circuit Judge.—The acts complained of are sales 


by defendant of hooks and eyes fastened on cards, which are 


imitations of the complainant’s card, called the “Dorcas.” It 
is alleged that defendant's cards, called the “Comet,” so closely 
resemble complainant’s that purchasers are liable to be deceived, 
and to mistake the one for the other. Samples of the cards 
are in evidence, and are far more illuminative of the issue than 
any written description could possible be. 

Complainant's affidavits sufficiently show that its style of 
card was gotten up in 1902, and that since then they have been 
sold in very large numbers in many different parts of the United 
States. These averments are not controverted by the affidavits 
of defendant's witnesses to the effect that there are many de- 
partment stores in which they are not to be found on sale. It is 
contended. that complainant is not entitled to a preliminary in- 
junction, because no proof is given of specific instances in which 
some individual purchaser has been deceived. Such proof is 
not necessary, where the imitation is so close that it is apparent 
that confusion must result. That is the situation here. No 
closer simulation of the form, coloring, lettering, and general 
features of the package has been found in any case which has 
come before this court in very many years. 


Preliminary injunction may issue as prayed. 
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COURT OF APPEALS OF KENTUCKY 


TRAVELERS INSURANCE MACHINE Co. 7. TRAVELERS INSURANCI 


Co.. of Hartrrorp, Conn. 


(134 Southwestern Rep., 877.) 


44 


February 14, 1971. 


1. UNFAIR COMPETITION—CoRPORATE, NAMES 
When, by reason of similarity in corporate names, the public is 

iikely to be misled into the belief that the business of one company 
is connected with or is the outgrowth of the business of another, and 
the custom of the latter is likely to be thereby diverted, a cause of 
action for unfair competition exists. In the absence of any probability 
of deception, no cause of action exists. 

2. CoRPORATE NAME—GENERIC TERM. 

The term “Travelers’ insurance” is a generic term, indicating a 
special branch or class of insurance. No corporation, by the adoption 
of such a term into its corporate name, can acquire a monopoly in the 
use thereof, nor can it complain of such use by another, except in so 
far as the use may operate to the actual detriment of the complain 
ant’s business. 

UNFAIR COMPETITION—DIVERSITY OF BUSINESS. 

The business of making and vending automatic machines for the 
sale of policies of accident insurance is not so like to the business of 
issuing such policies that confusion can arise in the conduct of the ri 
spective undertakings. 


w 


Appeal from a decree of the Circuit Court of Jefferson 


County, Chancery Branch, Second Division. 


D. R. Castleman, W". B. Thomas, and Pryor & Castleman, 
for appellant. 
Trabue, Doolan & Cox and I'm. Brosmith, for appellee. 


LAssinc, J.—The Travelers’ Insurance Machine Company 
was Organized to manufacture automatic machines for the sale 
and delivery of policies of accident insurance. It is proposed 
by this company to rent its machines upon a royalty to an acci- 
dent insurance company which its promoters have in process of 
organization. The accident insurance company is to be known 
as the “Daily Accident Insurance Company.” The Travelers’ 
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Insurance Machine Company had been for some time advertising 
its business and the business of the Daily Accident Insurance 
Company, when the “Travelers’ Insurance Company of Hart- 
ford, Conn.,” sought to enjoin the Travelers’ Machine Company 
from using the name ‘Travelers’ Insurance” or the word “Trav- 
elers' "in connection with the word “Insurance” as a part of 
its name, or as a part of the name of any company connected 
with it. The machine company defended upon the ground that 
the name ‘Travelers’ Insurance” represented a distinct branch 
of insurance, and that the term ‘Travelers’ Insurance” is a de- 
scriptive or generic term, and that no one can acquire an exclu- 
sive use of the words as a trade name. The plaintiff proceeded 


upon the theory that the term ‘Travelers’ Insurance” was not 


a generic term, but a trade name, which it had adopted as early 


as 1863, and that by reason of its long use it had become its 
exclusive property. The chancellor upon the pleadings and proof 
offered was of opinion that the plaintiff was entitled to the relief 
sought, and granted the injunction. The machine company 
appeals. 

It is not contended by appellee that its right to the use of 
the name “Travelers’ Insurance” is protected as a trade name 
or trade-mark, as these terms are usually understood, but that 
the use of the term ‘Travelers’ Insurance” in connection with 
and as a part of its name by appellant is calculated to injure 
it in its business by bringing it into unfair competition with 
appellant; that by long use it has built up a great, if not the 
greatest, accident insurance business in the world, and that from 
the similarity in names the casual observer would at once con- 
clude that the business of appellant was in some way connected 
with, or the outgrowth of, the business of appellee. 

If the similarity in names is in fact such as to produce this 
result, then, by the weight of authority, appellee's contention 
is sound; for, as stated in A. & FE. Encyclopedia of Law (2d 
Ed.), p. 350: “The tendency of the decisions now is to make 
every case turn upon the question whether or not the effect 
of what was done is to pass off the goods of one person for those 


of another, regardless of the existence of any technical trade- 
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mark. In other words, the existence of a property right in the 
reputation and good will of one’s business is recognized and 
protected against invasion, regardless of the particular means 
of invasion employed.” Appellant does not dispute the cor- 
rectness of this position, but insists that the facts in this case 
do not bring it within the purview of such a rule. Appellee is 
engaged in selling accident insurance, appellant in the manufac- 
ture of automatic machines to sell insurance; so that their busi- 
ness is as dissimilar as it could possibly be. 

But the appellee insists that from the similarity in the name 
of the company with its name the public will be deceived into 
believing that the insurance company operating these machines 
is in some way connected with the Travelers’ Insurance Com- 
pany, and in this lies the mischief. No mark or name suggestive 
of appellee company or its business appears upon the machine, 
and the tickets calling for the insurance show that it is the 
“Daily Accident Insurance Company” that is issuing them and 
assuming the risk. Hence neither the machines nor the tickets 
that are sold and distributed automatically by it can in the 
slightest degree tend to produce the impression which appellee 
seeks to guard against. This being so, the only chance possible 
for the public to be deceived or misled is through the medium 
of the advertising matter circulated by appellant. It is pointed 
out by appellee as significant that in its advertisements laudatory 
of its business and the enormous profits to be realized out of the 
accident insurance business by its stockholders the appellant 
company cited many accident companies whose stocks were 
worth many times their par value, but failed to make any men- 
tion at all of appellee. It is questionable whether its failure to 
mention appellee in its advertising matter is for or against ap- 
pellee’s contention. If it had cited appellee’s company as an 
evidence of the value of accident insurance company stock as 
an investment, appellee might have complained that this was 
calling attention to it in connection with the appellant company, 
and made it another basis of its ground of complaint. We attach 
no importance, however, to this fact. 


Four different samples of booklets or pamphlets advertising 
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appellant's business are filed with the pleadings. The first may 
properly be styled a “prospectus,” in which the names of the 
directors, officers, and agents of the appellant company are 
given, together with a general outline of the business which 
it proposes to do, and the manner in which it is to be done. The 
second and third explain more in detail appellant's business, and 
that of the insurance company which it is proposing to organize. 
They also contain pictures of the policies that will be issued, and 


the machines that will be manufactured and used. 

The fourth pamphlet exhibit deals primarily with the bust- 
ness of the “Daily Accident Insurance Company,” and is aim! 
to assist the company in the sale of its stock. Besides showing 
the wonderful profit realized from coin-vending machines in 
use in various parts of the country, it shows the great increase 
in value of the stock in four different accident insurance com 
panies, whose business is set out in duplicate form. We have 
carefully read this literature, and are of opinion that, instead 
of producing or leaving the impression that appellant's business 
is In some, or any, way connected with that of appellee, just 
the reverse is true. It shows that this is a brand-new venture in 
the insurance world; in an entirely new and novel way; with 
a company that is being organized for the express purpose; the 
machine, as the “silent salesman,” 1s to compete with the shrewd, 
up-to-date insurance agent in all public places in the country. 
\nd while, according to its literature, it will expect to sell its 
policies in the main to travelers, it will sell to any and all who 
want to buy. In all of this literature it is made plain that these 
policies are to be issued by the Daily Accident Insurance Com- 
pany. There is nothing in the literature of which appellee may 
rightfully complain. 

So long as appellant does nothing which is calculated to 
mislead or deceive the public into believing that its business 1s 
in some way connected with appellee’s business, no ground of 
complaint is afforded appellee, unless it is entitled to the ex- 
clusive use of the words “Travelers’ Insurance,” and the very 


fact that they have been selected by appellant company as a 
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part of its name entitles appellee to the relief sought. There 
is a sharp conflict in the evidence as to whether or not “travelers’ 
insurance’ is a distinct class of insurance. Men of experience 
in the insurance world are divided upon this question. Some 
of the witnesses qualified to speak say that there is a distinct 
class of insurance known as “‘travelers’ insurance’; while others 
hold a contrary view. The history of appellee, as disclosed 
by the record, shows that, as originally organized, its business 
was primarily to compete with two other companies engaged 
in placing insurance upon the lives of travelers. In its early 
life this was its chief, if not its only, line of insurance. It did 
not, however, long confine itself to this exclusive line of busi- 
ness, but branched out into the broader field of accident insur- 
ance, and for many years past it has been engaged in doing a 
general accident insurance business. The fact still remains, how- 
ever, that, although it does accident business of almost every 
character, there has been brought over into all of its insurance 
contracts a clause for the special benefit of travelers upon the 
conveyance of common carriers. Not only are special rates made 
to travelers, but the policies provide that, in case of accident 
while traveling on a public carrier, the indemnity is much greater 
than for accidents occurring elsewhere. So that it would seem 
that the weight of the argument is in favor of the contention of 
those witnesses who assert that travelers’ insurance is a class 
of insurance by itself. Although most of the companies, and, 
in fact, all of them, so far as we are advised, write a general 
line of insurance, they also include in this general insurance a 
special clause in favor of travelers. 

In Joyce on Insurance, § 8, in dealing with the origin of 
accident insurance, we find the following: “We have already 
noted under preceding sections cattle insurance, and that form 
of casualty insurance known as insuring the liberty of persons, 
but insurance which relates to the loss of life or limb, or other 
personal injury by accident, is of modern origin. Accident in- 
surance, in its original form, seems to have comprehended rail- 
way accidents only, for which purpose a company was estab- 


lished in London in 1849, known as the Railway Passengers’ 
i S 
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\ssurance Company, but in 1856 it extended its plans to em- 


brace accidents of all kinds, and the first American company 






was said by a writer in 1873 to have been then only 10 years old.” 















} 
Viblack on Benefit Societies and Accident Insurance, § 363, in 
i speaking of the English system of accident insurance in com- | 
i parison with the American, says: “Some policies cover all classes 
: of accidents, while others are limited to those of a specified na- 
‘ ture, as, for instance, accidents while traveling by public con- | 
veyance.” A company which made a specialty of insuring trav- 
; elers against accident had as well be called a “Travelers’ In- | 
: surance Company,” as a life insurance company which made | 
; a specialty of insuring bankers is called the “Bankers’ Life Asso- 
ciation” or “Insurance Company,” or an insurance company 
which makes a specialty of insuring ships is called a “Marine | 
Insurance Company.” The fact that companies which make a 
specialty of one line of business go beyond that line and accept 
: other risks does not make them any the less carriers or insurers 
: of the risks of which they make a specialty ; and, if that specialty 
is the insuring of the traveling public, we see no reason why the | 
i term “travelers’ insurance” may not properly be said to apply 
to that class of the insurance business. Our statutes recognize 





that there are various kinds of insurance that may be written 





or entered into, as insurance upon the health of persons, or 


od oc le tess 





against injury, disablement, or death, or injuries resulting from 


travel, or general accidents, by land or water. Insurance against 





injury resulting from travel, it seems, might properly be deemed 





travelers’ insurance, just as insurance against disease might 





properly be termed a health policy. 






Inasmuch as the text-writers, the early history of the ap- 





pellee company, and our own statutes recognize a line of insur- 





ance known as “travelers’ insurance.” we hold that the term 





“travelers’ insurance’ is a generic term, and that no one has a 





right to the exclusive use of it, or may complain of its use by 





another, so long as that use is not made to operate to the detri- 








ment of its competitor. When appellee adopted the name “Trav- 





elers’ Insurance Company.” it must have had the idea that this 






was a generic term, for its title is the ‘Travelers’ Insurance 
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Company of Hartford, Conn.” If it did not recognize travelers’ 
insurance as a distinct branch or class of business in the insur- 
ance world, the necessity for the addition of the words “of 
Hartford, Conn.,” is wanting, for its title, Travelers’ Insurance 
Company,” without the use of these words, would have been 
amply protected if the word “Travelers’,’ as used, was not a 
generic term. While the addition of the words “of Hartford, 
Conn.,” to the words ‘Travelers’ Insurance Company,” is not 
by any means conclusive that the appellee company at that time 
regarded travelers’ insurance as a distinct branch of the insur- 
ance business, still it lends some color to the claim that it was 
so regarded. 

The conclusion which we have reached is in accord with 
the opinion of this court in /ndustrial Mutual Deposit Co. v. 
Central Mutual Deposit Co., 112 Ky., 937, 66 S. W., 1032, 23 
Ky. Law Rep., 2247, in which a question in many _ respects 
similar to that under consideration was before the court. There 
both corporations were doing business in the city of Lexington. 
They were engaged in the same business. One had been in 
business but a short time when the other commenced. The 
older company sought to enjoin the new organization from using 
the words “mutual deposit” as a part of its name. It was 
charged in the petition that the defendant company was organ- 
ized for the purpose of depriving the plaintiff of customers, 
clientage, and business. The application for an injunction was 
denied, and upon review this court, in affirming the decision of 
the lower court, said: “The words which are identical in the 
names in controversy are ‘Mutual Deposit.’ But these words 
designate the business followed by the company, and are generic 
terms descriptive of that business; * and, as the name 1s 
descriptive of the business, neither can appropriate it exclu- 
sively.” In that case the opinion in the case of Goodyear's India 
Rubber Glove Co. v. Goodyear Rubber Co., 128 U. S., 598, 9 
Sup. Ct., 166, 32 L. Ed., 535, was cited with approval. It was 
there held that names which are descriptive of a class of goods 
can not be exclusively appropriated by any one. 


The Supreme Court of New York, in the case of Em- 





COURT OF APPEALS OF KENTUCKY 243 


ployers’ Liability Assurance Corporation v. Employers’ Liability 
Insurance Co., 61 Hun, 552, 16 N. Y., Supp., 397, in reviewing 
the case upon appeal from the judgment of the lower court re- 
fusing to grant the injunction, said: “We are of the opinion 
that the court below was correct in refusing a general injunction 
against the defendant in this action prohibiting it from the use 
of the term ‘Employers’ Liability’ upon the ground that this 
term is a descriptive term, used generally to designate a certain 
well-known branch of the insurance business. But it is claimed 
that, wholly irrespective of any question of exclusive property in 
the name, the plaintiff was entitled to protection against any 
such appropriation as would interfere with its business, or in- 
duce the public to suppose that a new company trading under 
the same name was the original plaintiff corporation; that it was 
not necessary that fraud or evil practice should be shown, if 
the fact is made to appear that the use of a trade-mark or 
corporate name lawfully posssessed or enjoved by a trading 
company is so used by a competitor as to deceive or mislead 
to the prejudice of the corporation lawfully using the name, 
equity will protect by injunction. And our attention is called 
to certain cases, among which are WeLean v. Fleming, 96 U. S., 
245, 24 L. Ed., 828, and Goodyear Co. v. Goodyear Rubber Co., 
128 U. S., 598. 9 Sup. Ct., 166, 32 L. Ed., 535. But we think 
that an examination of those cases is fatal to this claim. The 
rile is there expressly recognized that exclusive right to use a 
term descriptive of the character of business can not be ac- 
quired, and the evidence in this case shows that the term 
‘Employers’ Liability’ is in common use in respect to this class 
of insurance.” ‘Employers’ Liabilitv” is insurance taken out by 
an employer to protect him against loss on account of injury 
to his employees while engaged in his service. It is recognized 
as a distinct class of the accident insurance business, and yet it 
is common knowledge that most accident insurance companies 
carry a line of employers’ lability, just as most accident insur- 
ance companies make a specialty of travelers’ insurance. In 
Koehler v. Sanders, 122 N. Y., 65, 25 N. E., 235. 9 L. R. A 


the New York Court of Appeals held that the word “inter- 
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national” in connection with the banking business could not be 
appropriated by any individual, corporation, or firm to its ex- 
clusive use, saying: “The word ‘international’ is a generic term, 
pertaining to relations between nations, and, when applied to 
business or to transactions of private character, it imports deal- 
ings of some sort in matters or with people of different nations, 
or which have some relation to them. It is in common use, and 
in its nature it is descriptive, and ordinarily characterizes the 
business to which it pertains, rather than its origin or pro 
prietorship; and, so treated, the use of it can not be exclusively 
appropriated by any party.” 

The decisions draw no distinction between the use of generic 
terms and that of surnames as trade names or corporate names, 
and in the recent case of Howe Scale Co. v. Il yckoff, Seamans 
& Benedict, 198 U. S., 118, 25 Sup. Ct., 609, 49 L. Ed., 972, all 
the authorities in this country and England were reviewed in 
an elaborate opinion by Mr. Chief Justice Fuller. In that case 
it was sought to enjoin the defendant Remington from the 
use of his name as a part of the trade name in the manufacture 
of typewriting machines. In denying the application, the court 
said: “Remington and Sholes were interested in the old com 
pany, and Remington continued as general manager of the new 
company. Neither of them was paid for the use of his name, 
and neither of them had parted with the right to that use. Hav- 
ing the right to that use, courts will not interfere where the only 
confusion, 1f any, results from a similarity of the names and 
not from the manner of the use. The essence of the wrong in 
unfair competition consists in the sale of the goods of one 
manufacturer or vendor for those of another, and, if defendant 


goods as those of 


so conducts its business as not to palm off its g 


complainant, the action fails... And in reversing the decree of 
the lower courts and holding that the injunction should not have 
been granted the opinion concludes: “We hold that, in the ab- 
sence of contract, fraud, or estoppel, any man may use his own 
name in all legitimate ways, and as the whole or a part of a 
corporate name. And in our view defendant’s name and trade- 


mark were not intended or likely to deceive, and there was noth- 
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ing of substance shown in defendant's conduct in their use con- 


stituting unfair competition, or calling for the imposition of 


restrictions lest actionable injury might result, as may con- 


tessedly be done in a proper case.” 
Krom the foregoing it is clear that no one will be prevented 


from the use of any generic term in connection with the conduct 


f his business as a trade name, or part of a corporate or firm 
name, so long as said use is confined to a fair and legitimate 


Du 


purpose. It 1s only when the use of such term in connection 
with or as a part of a trade name its calculated to bring about 
an unfair competition in business that a court will enjoin its 
| 


use. It is not enough that the use of such generic term may 


possibly produce confusion or result in bringing about unfair 
competition, but, to warrant the court's interference, it must 
reasonably appear that such will be the result. The appellant, 
the Travelers’ Insurance Machine Company. and the appellee, 
the Travelers’ Insurance Company of Hartford, Conn., are so 
unlike in name that it is not probable that confusion will arise; 
and their business is so dissimilar that no confusion can possibly 
arise in the conduct of their respective businesses. So long, then, 
as the advertisements of the machine company make it clear 
that its business is the manufacture of machines, and that these 
machines, when so manufactured, are to be used by the Daily 
\ccident Insurance Company, or some other company distinct 


trom the appellee company, no just cause of complaint is af- 
forded appellee. 

The judgment of the lower court is reversed, and cause 
remanded, with instructions to enter a judgment denying the 


application for the injunction and dismissing the petition. 


SUPREME JUDICIAL COURT OF MASSACHUSETTS 
GrorceE G. Fox Co. v. Best BAKt1nc Co., et al. 
rtheastern Rep., 747 


June TO, IOTT. 
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not confined to those features that are entirely useless or inconvenient, 
but extends to features that may in themselves involve some advantage 
of attractiveness and utility over the usual manner of presenting the 
article, but the combination of which is not required for the successful 
conduct of trade therein. 

\PPEARANCE OF ARTICLE—RIGHT TO PROTECT. 

The right to protection in the use of a certain appearance or form 
for an article rests upon the fact that such appearance or form has 
become distinctive of the particular manufacture. The right to r 
strain the use thereof is limited to such use as would confuse the 
article so dressed with that of the complainant. 

3. DEFENCES—COMPLAINANT’S FRAUD 
Misrepresentations which had to do with the food value of 
bread and which were stopped long before the suit was brought, ar¢ 
no defence to an action for wilful and deliberate deception of the 
public, though the imitation of the same bread. 


i) 


Appeal from Superior Court, Suffolk County. 


plainant. 
G. IV. Anderson and Il’. C. Rogers, for defendant. 


Lortinc, J.—These bills are brought by the plaintiff in 
George G. Fox Co. v. Glynn, 191 Mass., 344, 78 N. E., 89, 9 
L. R. A. (N. S.), 1096, 114 Am. St. Rep., 619, and in George 
G. Fox Co. v. Hathaway, 199 Mass., 99, 85 N. E., 417, 24 
L. R. A. (N. S.), goo. The master in the case at bar has found 
(1) that the defendant began to sell the loaves here complained 
of “soon after the decree of the superior court of this county 
(referred to in these bills) dismissing the bill in the case of 
the George F. [sic?| Fox Company v. Hathaway was entered,” 
and (2) that “the defendants’ loaves here in question are, ex- 
cept for slight differences in the labels, substantially the same 
in appearance as those in question in Fox [sic?] v. Hathaway” ; 
but, in the words of his report (3) “upon all the facts, as above 
stated and upon an inspection of the exhibits in the cases, | 
therefore find that the defendants’ loaves, without any bands or 
names upon or about them were not so similar to the ‘Creamalt’ 
loaf as to be likely to deceive the ordinary purchaser, having 
some knowledge of the appearance of the ‘Creamalt’ loaf, or 


to constitute an instrument of fraud in the hands of the retail 
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dealer.” In George G. Fox Co. v. Hathaway, we found as a fact 
that the visual appearance of the loaf there in question, which 
was “substantially the same in appearance” as that in question 
in the two suits now before us, was likely to mislead the ordinary 
purchaser into thinking that the defendants’ bread was the plain- 
tiffs bread. We adhere to our former finding. The master 
was plainly wrong in the last of the three findings stated above, 
and the first, third, fourth and fifth exceptions to his report 
must be sustained. 

The defendants contend that for two reasons this does not 
bring these two cases within the decision in George G. Fox Co. 
v. Hathaway, supra. The first of these reasons is that it ap- 
peared in the Hathaway Case “that the oval shape adopted by 
the plaintiff was uncommon, although not entirely novel, and 
that it was uneconomical, and less convenient and satisfactory 
generally for the cutting of slices for all kinds of uses than the 
shapes generally adopted. There was nothing to show that the 
defendants’ business interests required the combination of this 
shape with the same size, color and general visual appearance 
that had become associated with the plaintiff's trade in this 
Creamalt bread,’ while in the cases now before us it has been 
found as a fact that the oval-shaped loaf with its flaring sides 
and exaggerated rounding of the top is on the whole an ad- 
vantageous loaf and for the following reasons: (1) It has an 
appearance of bulk and size which no other loaf of the sanie 
weight has and therefore purchasers who wish to get as much 
as possible for their money prefer it. (2) It has a handsome 
and attractive appearance. (3) Its rounded corners are less 
likely to be broken in transportation and the pans are more 
easily cleaned. (4) Although it is a fact that it is less adapted 
to being cut into uniform slices, that fact is of little importance 
in the “family trade,” for which the plaintiff's and defendants’ 
loaves are primarily intended. 

The fact in the Hathaway Case that the plaintiff’s oval- 
shaped loaf was an uneconomical loaf and generally less con- 


venient and satisfactory was spoken of because since that was 


the fact the case there presented was not a case of conflicting 
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rights, but a case where the only explanation of the defendants 
adopting the oval-shaped loaf was that they hoped to take ad- 
vantage of the plaintiff's good will and to pass off their bread 
as the plaintiff's bread. There is nothing in that opinion which 
implies that if it had been found there as a fact that the oval- 
shaped loaf was a desirable one the opposite result would have 
been reached. Not only that, but it is there stated in terms that 
the opposite result would not have been reached had that been 
the fact. After setting forth that the oval-shaped loaf was an 
undesirable one and that there was nothing to show that the 
defendants’ business interests required the adoption of it, this 


court went on to say: “The plaintiff had no exclusive right in 


any one of the features of the combination, and if the defend- 
ants had required the use of this combination for the successful 
prosecution of their business, they would have had a right to 
use it, by taking such precautions as would prevent deception 
of the public and interference with the plaintiff's good will.” 
The second ground on which the defendants seek to take the 
cases at bar out of the decision in the Hathaway Case lies in the 
fact that the master has found that “if the fact is material * * 
the defendants, perceiving that a loaf like the ‘Creamalt’ loaf, 
with rounded and flaring sides, suited the public taste or whim, 
and desiring to meet the competition of the ‘Creamalt’ loaf, 
decided to make a loaf having such rounded and flaring sides.” 
The plaintiff has no exclusive right to make and sell bread hav 
ing an oval shape, flaring sides and an exaggerated rounding 
of the top. And the defendants would have a right to make and 
sell bread which has that shape were it not for the fact that 
bread of that shape means to the public that it is made by the 
plaintiff. From this it follows (as was decided in Flagg Manuf. 
Co. v. Holway, 178 Mass., 83, 59 N. E., 667, and as was stated 
in that part of the opinion of this court in George G. Fox Co. v. 
Hathaway, quoted above) that the defendants can use that shape 
of loaf 1f they take such precautions as will prevent their bread 
from being taken for the plaintiff's bread. The only precautions 
taken by them in these cases consists in stamping their names 


on the bottom of the loaves and placing bands around them. 
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But the master has found in terms that these two means of 
distinguishing the defendants’ loaves from the plaintiff's loaves 
“would not be an adequate means of distinguishing the loaves.” 

We are therefore of opinion that there is nothing in these 
cases which takes them out of the decision in George G. Fox 
Co. v. Hathaway, 199 Mass., 99, 85 N. E., 417, 24 L. R. A. 
(N. S.), 900, and that the twelfth exception to the master’s 
report must be sustained. 

\ new defense, however, is set up, namely, that the plaintiff 
does not come with clean hands. The master has found (first) 
that the representation made by the plaintiff as to the ingredients 
of the bread is that it is made of milk and malt unless calling 
it “Creamalt” may be taken to connote the use of pure cream.” 
In our opinion it does not. Secondly, the master found that 
when the bill was filed “the plaintiff widely advertised ‘Creamalt’ 
bread as the ‘new bread made with milk and malt.’”’ The find- 
igs of the master are that the plaintiff used malt as one of the 
ingredients of its bread, because “it was also thought by the 


plaintiff to impart a desirable flavor to the bread,” and that “the 


ingredients used in making ‘Creamalt’ bread were of good quality 


and were skillfully combined and baked, in accordance with a 


1. “+ 
i 


formula devised by the plaintiff's agents as the result of ex 
periments.” The bread therefore appears to have been made 
according to a new formula, and so might be fairly termed a 
new bread, although all the ingredients had been used in com- 
bination before in making bread. Thirdly, up to and including 
the vear 1906 the plaintiff did make misrepresentations of fact 
with respect to its “Creamalt” bread. It advertised that “it has 
twice the food value of any other bread.” And there were other 
similar misrepresentations. But these advertisements had been 
stopped nearly a year and a half before these bills were filed on 
June 4, 1908. Although it is not so found in terms, we take it 
to be the fact on the findings made by the master that the in- 
crease in the plaintiff's daily sales from ‘‘about 100 loaves” 
to “about 6,000 loaves” may have come in some degree from 
these false representations. 


Notwithstanding that the plaintiff has built up a large and 
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remunerative business in selling a good bread which the public 
like, and the defendants have put upon the market an imitation 
of its loaves, adapted to use in deceiving that part of the public 
who had only a general knowledge and recollection of that 
which had been recommended to them or which they had been 
accustomed to buy. The question we have to decide is whether 
the plaintiff who, for nearly a year and a half before the bill 
was filed, stopped all advertisements which were not true, is 
to be precluded from having the defendants enjoined from sell- 
ing their bread as the plaintiff's bread because some of its for- 
mer advertisements contained statements which were not true. 
In our opinion that would be going too far, and the only author- 
ities we have seen are to that effect. Moxie Co. v. Modox (C. 
C.) 153 Fed., 487; Benedictus v. Sullivan, 12 R. P. C., 25. 

The orders overruling the first, third, fourth, fifth and 
twelfth exceptions to the master’s report taken by the plaintiff 
must be reversed and said exceptions must be sustained. The 
orders for decrees dismissing the bills must be reversed and de- 
crees entered in favor of the plaintiff. 


So ordered 


SUPREME COURT OF WASHINGTON 
RosENBURG, et al. v. FREMONT UNDERTAKING CoMPANY. 
(114 Pacific Rep., 886.) 


April 10, 1911. 


1. TRADE NAME—RuIGHT oF First User 
Priority of use determines the right to a trade name. No length 
of prior use is required, the mere fact of priority being sufficient to 
establish a right 
2. TRADE NAME—ABANDONMENT 
\ trade name may be abandoned and when so abandoned it may 
be appropriated by any one, who by such appropriation acquires a 
superior right to the use thereof 















































IN Sl isl 











PREME COURT OF WASHINGTON 





Sl 


ho 
‘sn 











TRADE NAME—INFRINGEMEN1 


Identity of names is not necessary to infringement. It 1s enough 
that the resemblance is calculated to deceive persons of ordinary cau- 
tion as to the identity of those with whom they are dealing 


CoRPORATE NAME—INJUNCTION 

The use of a corporate name may be enjoined where it infringes 
on the trade name in earlier use by an individual or partnership. 
5. TRADE NAME—INFRINGEMEN1 

The name “Fremont Undertaker” is infringed by the use of the 
name “Fremont Undertaking Company.” 






\ppeal from Superior Court, Kings County. 





C ai keek co WebD }l ud, for appellants. 


Vlorris, Southard Shipley, for respondent. 


FULLERTON, |.——This action was brought by the appellants 
against the respondent to enjoin the use of a trade name. From 
the record it appears that in 1903 one M. ©. Carton opened an 
undertaking establishment in the northern part of the city of 
Seattle known as Fremont. In advertising his business he early 
began the use of the words “Fremont Undertaker” sometimes 
placing the words immediately following his name, as “M. O. 
Carton, Fremont Undertaker,’ and sometimes using them as 
his business name, as “Fremont Undertaker; M. O. Carton, 
proprietor’; the latter form being the one principally adopted 
during the later years he continued in business. During this 
time, also, patrons would address mail matter pertaining to his 
business to him under the name of “Fremont Undertaking Com- 
pany,’ and “Fremont Undertaking Co.” 

In 1905, some two years after Carton had established his 
business, one J. J. Bleitz opened an undertaking establishment in 
the northern part of Seattle, locating at Green Lake. In Janu- 
ary, 1906, he formed a partnership with one Butterworth and 
removed the establishment to Fremont, a few blocks distant from 
Carton’s business house, where they did business for some eight 
months under some three different names, namely “Bleitz & 
Butterworth,’ “Fremont Undertaking Company,” and “Fre- 
mont Undertaking Company; Bleitz & Butterworth,” using 


the latter form more frequently, perhaps, than either of 
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the others. After the opening of the second establish- 
ment, the parties immediately became business rivals, and 
owing to the similarity of the names used by them much 
confusion resulted; mail intended for the one would be 
delivered to the other, and sometimes persons desiring the serv- 
ices of the one concern would by mistake call on the other. 
Carton during this time remonstrated orally with bleitz & But- 
terworth against the use of the name “Fremont Undertaking 
Company” in any form, and in the late summer of 1906 wrote 
them a letter, threatening them with an action if they did not 
cease to use it. On September 14, 1906, Bleitz & Butterworth 
dissolved their partnership; butterworth selling his interests to 
Bleitz. In the articles of dissolution it was provided that *Bleitz 
agrees to discontinue the name of ‘Fremont Undertaking Com- 
pany; bleitz & Butterworth, heretofore used by said partner- 
ship, and to remove same from all signs, stationery, and advertis- 
ing as soon as possible.” Bleitz, in compliance with this part 
of the agreement, commenced doing business under the name 
of “bleitz Undertaking Company,” changing all his signs and 
advertising matter to read in that way. Matters ran on in this 
way until August, 1908, Carton in the meantime continuing to 
use the name “Fremont Undertaker.” On August 26, 1go8, 
Carton sold his business to the plaintiffs in this action, appel 
lants in this court. They immediately adopted the name of 
“The Fremont Undertaking Co.,” and filed with the county 
clerk of King county a certificate, setting forth such name as 
the firm name under which they proposed to conduct. their 
business as required by the statute of 1907, and from thence on 
used the name as their trade name, and extensively advertised 
their business thereunder. On November 10, 1908, Bleitz with 
certain associates formed a corporation under the name “The 
Fremont Undertaking Company, Ine..”’ and the corporation 
thereafter took over the business theretofore conducted by bleitz, 
and began doing business under the corporate name. Thereupon 
the appellants notified the corporation to discontinue using the 
name “The Fremont Undertaking Company, Ine...” or any 


similar name, and on its refusal so to do began the present action 
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to enjoin its The respondent in its answer claimed the 
better right to the use of the name, and on the trial the court 
held with it, enjoining the appellants from further using the 
name “Fremont Undertaking Company” or any similar name, 
in the conduct of their business. This appeal followed. 

The right to use a particular name as a trade name belongs 
to the one who is first to appropriate it and use it in connection 
with a particular business. To acquire the right to use a particu 
lar name, it is not necessary that the name be used for any 
considerable length of time. In a contest between two individ 
uals over such right, therefore, it is enough to show that the 
one was in the actual use of it before it was begun to be used 
by the other. 28 Am. & Eng. Ene. of Law, p. 395. It 1s a 
recognized principle, also that a trade name can be abandoned or 
given up by the original appropriator, and that when it 1s so 
abandoned or given up any other person has the right to imme 


diately seize upon and make use of it, and thus acquire a right 


to it superior not only to the right of the original user, but to 
all the world. II’. 4. Gai Co. v. E. Whyte Grocery, Fruit 
> IPine Co., 107 Mo. App., 507, 81 S. W., 648. Nor need one 
trade name, in order to be an infringement upon another, be 
exactly like it in form and sound. It is enough 1f the one so far 
resembles the other as to deceive persons of ordinary caution 
into the belief that they are dealing with the one concern when 


hey use the name of the other. For example, it was held 


Proctor & Gamble Co. v. Globe Refining Co., 92 Fed., 357, 34 
( 


C. A., 405, that it was an infringement upon the trade-mark 
“Every Day Soap” to use as a trade-mark “Everybody's Soap” ; 
in /nternational Soc. v. International Soc. (Sup.). 59 N.Y. 
Supp., 785, it was held an infringement on the name “Interna 

tional Society” to use the name “International Society of Litera- 
ture and Bookbinders’ League’; in Mossler v. Jacobs, 660 Il. 
\pp.. 571, it was held an infringement upon the name “Six Little 
Tailors” to use the name “Six Big Tailors’; and in \yers v. 


Kalamazoo Buggy Co., 54 Mich., 215, 19 N. W., g61, 20 N. W., 


545. 52 Am. Rep., &11, it was held an infringement upon the 


trade name “Kalamazoo \Vagon Company” to use the name *Kal- 
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amazoo Buggy Company.” To the same effect are the following 
cases: Fuller v. Huff, 104 Fed., 141, 43 C. C. A., 453, 51 L. R. 
A., 332; Hansen v. Siegel-Cooper Co. (C. C.), 106 Fed., 691; 
Nokes v. Mueller, 72 MM. App., 431; Volger v. Force, 63 App. 
Div., 122, 71 N. Y. Supp., 209; organ Envelope Co. v. Walton 
(C.C.), 82 Fed., 469. 

Nor is the rule different because the name or some part of 
it may be a geographical name. The rule is not rested on the 
principle that the user has a property in a name; but on the 
principle that it is a fraud on both the person who has established 
a trade, which he carries on under a given name, and the public 
who trade with the person on the faith of the name, to allow 
another to assume the same or a similar name for the purpose 
of selling his own goods or inducing people to trade with him 
under the belief that they are purchasing the goods of or trading 
with the person who established the name. Eastern Outfitting 
Co. v. Manheim, 110 Pac., 23. 

“A corporation may be enjoined from using a name or con- 
ducting a business under a name so similar to the name of a 
previously established corporation, association, partnership, or 
individual, engaged in the same line of business, that confusion 
or injury results therefrom.” Martell v. St. Francis Hotel Co., 
51 Wash., 375, 98 Pac., 1116, 

Applving these principles to the case in hand, it would seem 
that the judgment of the trial court was erroneous. In the first 
place, we think there was an infringement upon the trade name 
“Fremont Undertaker,” adopted by Carton, by the use of the 
name “Fremont Undertaking Company,” adopted by Bleitz & 
Butterworth. There can be no question that Carton was the 
first to use the name “Fremont Undertaker,” and that he was 
using it at the time Bleitz & Butterworth commenced business 
as partners. It would seem to be free from question, also, that 
the name adopted by the latter was sufficiently identical with 
the name adopted by Carton as to mislead persons of ordinary 
caution. And that persons were actually misled by the sim- 
ilarity of the names into trading with Bleitz & Butterworth, when 
in fact they intended to trade with Carton, the record abundantly 
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shows. It being therefore unfair competition for the firm of 
Bieitz & Butterworth to adopt the name of “Fremont Undertak- 
ing Company,” they acquired no right therein by its adoption, 
and the successors in interests of Carton were free to change 
the form of the name adopted by Carton to that form when they 
succeeded to Carton’s interests 
In the second place, the right to use ithe name of “Fremont 
Undertaking Company” by bBleitz & Butterworth, even conced- 
ing that they acquired the right, was abandoned by bleitz after 
he succeeded to the interests of Bleitz & Butterworth and taken 
up by the appellants before the respondent sought to resume its 
use. It is true that Bleitz testified there was no intention on 
his part to abandon the use of the name entirely, but we think 
the fact can better be ascertained by his acts at the time than 
by his present statements. He agreed in writing with his for- 
mer partner to abandon its use, and did in fact quit its use until 
after it was taken up by the appellants. While we think a 
secret intent on his part to again resume the name would not 
be sufficient against one who actually took up its use, there is 
here evidence of intent to abandon, as well as actual abandon- 
ment. 
The judgment appealed from is reversed, and the cause re- 
manded, with instructions to enter a decree in favor of the ap- 


pellants, enjoining the respondent from further using in connec- 


tion with its business the name “Fremont Undertaking Company, 
Inc.,” or any similar name. 


Dunpar, C. J., and Gost, Mount, and Parker, JJ., concur. 


COURT OF APPEALS OF THE DISTRICT OF 
COLUMBIA 


IN RE FREUND Bros. AND COMPANY. 
». G.. 206.) 
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Descriptive TERM—“No Sac” rk Hanp-Bacs 
The words “ Sag” are properly refused registratior 
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trade-mark for hand bags, sine. they arg descriptive o; the S 
t Which the) are applied 
Vr. Joseph L. Levy, for the appellant, 
Vr. RF. IVhitehead for the Commissioner of Patents. 
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UNITED STATES PATENT OFFICE 


AMENDMENT OF TRADE-MARK RULES. 


NO. 1,920.) 


G.. 1180.) 


DEPARTMENT OF THE INTERIOR, UNITED STATES PATENT OFFICE 


Washington, D. C., July 27, 1911. 


\cting under the provisions of Section 483 of the Revised 
Statutes and Section 26 of the Trade-Mark Act of Februar: 


20, 1905, and with the approval of the Secretary of the Interior, 


the following amendments to the rules of the Patent Office rela 
ing to the registration of trade-marks, revision of April 2 


1909, are hereby made, to take effect November 1, 1911. 


Immediately foll 


as mailed 
in Rule 57a 
tt is suspended upon request 
a nt been called upon to put 
interference, the period of one year 
shall be considered as beginning at 
preceding such actions 


fling of at ipplication 1s 


granted for good and _ sufficient 


of Trade- 
Commissioner 


Cancel the first paragraph of Rule 56 and insert: 
56. Every applicant whose mark has been twice refused registration 
by the Examiner of Trade-Marks for the same reasons, upon grounds 
involving the merits of the application, may appeal to the Commissioner 
in person upon payment of the fee required by law. Such refusal may 
e considered by the Examiner of Trade-Marks as final 
There must have been two refusals to register the mark as origina 
if amended in matter of substance, the amended mark, 
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THE TRADE-MARK REPORTER 


for hand-bags, since they are descriptive of 
are applied 


Vr. Joseph L. Levy, for the appellant. 


l/r. R. F. Whitehead, for the Commissioner of Patents. 


SHEPARD, C. J].—This is an appeal from the decision of the 
Commissioner of Patents denying registration of the words “No 
Sag’ as a trade-mark applied te hand-bags. 

The denial was founded on that part of Section 5 of the 
Trade-Mark Act which prohibits the registration of a mark, 
which consists merely in words or devices, which are descriptive 
of the goods with which it is used, or of the character or quality 
of such goods. The Examiner said: 


1 


The word “sag” is defined as follows: “To droop, especially 


middle; settle, or sink through weakness, or lack of support 


bending or drooping (Century Dictionary et a 


This mark, which is made up of two words “no” and “sag” 


< dg a 
applied tu a hand-bag indicates that it will not droop, settle, or sink 
between the points at which the handle is attached; or it may mean that 
other parts of the bag will not sag or bend. It 1s well known that it is 
desirable to have a hand-bag that will not lose its shape, for if it si 
or bends, it has an inartistic and old appearance 


ass 


We concur in the view that the mark is a combination of 
two words that indicate, and are intended to indicate that the 
bags will not lose their shape through sagging, for which reason 
they are descriptive of the character or quality of the goods. 

The word is within the rule laid down in the following cases: 
In re Central Consumers Co. (32 App. D. C., 523). denying 
registration to Next-to-DBeer, as a trade-mark for non-alcoholic 
drinks; Dennehy v. Robertson (32 App. D. C., 355), Mountain 
Dew, for whisky; /n re South Brewing & Ice Co. (32 Id., 
591), Crystal, for beer; /n re Anti-Cori-Zine Chemical Co. (34 
App. D. C., 191), Getwell, for medicines; /n re Seamless Rub- 
ber Co. (Id., 357), Kantleek, for rubber goods. See also Flor- 
ence Mfg. Co. v. Dowd (178 Fed. Rep.. 73). 

The decision will be affirmed, and this decision certified to 
the Commissioner of Patents. 
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moR, UNITED STATES PATENT OFFICE 


Washington, D. C., July 27, 1911. 


\cting under the provisions of Section 483 of the Revised 
Statutes and Section 26 of the Trade-Mark Act of Februar: 


1 


20, 1905, and with the approval of the Secretary of the Interior 
the following amendments to the rules of the Patent Office rela 
ing to the registration of trade-marks, revision of April 2 


1909, are hereby made, to take effect November 1, I19Tt. 
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will be held to 


bh, Whenever action up an application 1s suspended upon request 


nt and whenever an a ant has been called upon to put 
‘ondition for inter nce, the period of one year 
against such applicat onsidered as beginning at 
f the last official action preceding such actions 
\cknowledgment of the ng of an application is an official 
Suspensions will only be gra for good and sufficient cause 
a reasonable tim 
nly one suspension will be gran rv t ‘xaminer of Trade 
further suspension mt be approved by the Commissioner. 
Cancel the first paragraph of » 56 and insert: 
56. Every applicant whose mark has been twice refused registration 
the Examiner of Trade-Marks for the same reasons, upon grounds 
nvolving the merits of the application, may appeal to the Commissioner 
person upon payment of the fee required by law. Such refusal may 
considered by the Examiner of Trade-Marks as final 
There must have been two refusals to register the mark as originally 
led, or, if amended in matter of substance, the amended mark, and, 
except in cases of divisio1 ll preliminary and intermediate questions 
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relating to matters not affecting the merits of the application must: have 
been settled before the case can be appealed to the Commissioner 


Immediately following Rule 57 insert: 


ABANDONED APPLICATIONS 
57a. An abandoned trade-mark application is one which has not been 
prosecuted within one year prior to November I, 1911, or completed and 
prepared for examination within one year after the filing of the petition, 
or which the applicant has failed to prosecute within one year after 
any action therein of which notice has been duly given, or which the 
applicant has expressly abandoned by filing in the Office a written declara- 
tion of abandonment, signed by himself and assignee, if any, identifying 
his application by serial number and date of filing. 

57b. Prosecution of an application to save it from abandonment must 
include such proper action as the condition of the case may require. The 
admission of an amendment not responsive to the last official action, or 
refusal to admit the same, and any proceedings relative thereto, shall 
not operate to save the application from abandonment. 

57c. Before an application abandoned by failure to complete or 
prosecute can be revived as a pending application it must be shown to the 
satisfaction of the Commissioner that the delay in the prosecution of 
the same was unavoidable. 

37d. When a new application is filed in place of an abandoned or 
rejected application, a new petition, statement, declaration, drawing, and 
fee will be required. 

EDWARD B. MOORE, 


Commissioner of Patents 








